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The Status of Claims : 

Claims 1- 69 are pending. 

Claims 1-49 and 69 are rejected. 

Claims 50-68 are withdrawn from consideration. 

Election/Restrictions 

Applicant's election with traverse of claims 1-49 and 69 ( Group I ) on 10/17/06 
is acknowledged. 

Group II is withdrawn from further consideration pursuant to 37 CFR 1 .142(b) as 
being drawn to nonelected groups II, there being no allowable generic or linking claim. 



Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 



Claims 1-38 and 43-49 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 
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In claims 1 , 23, 28, 31-32, and 36, the terms " a first catalyst " and" a second 
catalyst " are recited. The expression of the terms are vague and indefinite because 
the claim does not elaborate which one is the first catalyst or the second catalyst in 
the claimed process ; furthermore, there is no distinction between them as to their 
differences. Therefore, an appropriate correction is required. 

In claim 11, the phase " at least about " is recited. The expression of the term 
is vague and indefinite because the specification does not elaborate what is meant by 
the terms 

" at least about. " the mere reciting those terms is invalid as indicated in the MPEP. 

A. "About" 

Tbc torn *Vbour° uutd to define the arc* of the bwer cad ofa mold »j between 25 to 
■bout 45K of (fac mold enfrmee was htU to be cfcar, tat to^ Bx parte Eastwood, 

m USPQ 31<S(Bd. App. 1968). Smhriy, b W.L Gon & Associates, Jhc v. 
Qarlock. Inc., 721 F.2d 1540. 220 USPQ 303 (Fed. Ca\ 198J), the court held that a 
tknitatioa defining Ac sbcttbiite ofaphife as lexceedn^aboi* 10% per second" is 
definite because bfimgemem cotid ckarty be ureised throi^h foe use of » rtopwateb. 

However, the court betd dm cliima reciting Hi kau sboor were irvaEd for hcefcieness 
wfacrc there was clote poor irt uai toe wa imrfA^ « rtw ,j^-A. a t^ n pro^^fy^ 
btttoiy, or the prior ait to provide toy udjesticD us to wbit t*a$t of rpccfi: actjv-Oy a 
eowtrtd by the tarn Hbo*." Amgtn, Jnc v. Chugai Pharmaceutical Co.. 927 ?2& 
1200. 18 USPQ2d 101$ (Fed. Cr. mi}. ^ "™»~ 

In claims 8 and 43, the term " substantially" is recited. The expression of the 
term is vague and indefinite because the specification does not elaborate what is 
meant by the term 

" substantially". Therefore, appropriate correction is required. 
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In claims 21, 33-34 ,49, the term " comprises" is recited. The expression of the 
term is vague and indefinite because the expression of the term would mean that 
there are some unknown additional components besides the promoter or the aqueous 
acid. That term should be used to describe the mixture instead of the definitive 
compound . Therefore, the examiner recommends to change from" comprises " to "is " 
or " is selected from Therefore, appropriate correction is required 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 38 and 69 are rejected under 35 U.S.C. 102(b) as being anticipated 
clearly by Evain et al (US 5,264,612). 



Evain et al discloses the following reaction process(see col. 5 Jines 6-32): 
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EXAMPLE 1 

To a 1000 ml reaction vessel, equipped with a twin^. 
blade axial flow impeller mechanical agitator, a nhro- 1 
gen sparge tube, a thermometer, and externa] oil jacket 
ami a reflux condenser connected to a cold trap and a 
mercury bubbler, are charged, under nitrogen atmo- 
sphere, 2063 g (1 mole) 2,6-di-t-butylphenol and 30.0 g 
(217.0 mM) DMB. Potassium t«butoxide (5,61 g, 50.0 i 
mM) is then added and stirring commenced with the 
agitator set at 750 rpm. The reaction mixture is heated 
to 110* C. Next 94,63 g (UO mole) methyl acrylate is 
added subnatantty to the reaction mixture over 30 min- 
utes, while stirring. The reaction is then continued for : 
about 120 minutes while maintaining the temperature of 
the reaction mixture at 140 # C. The contents of the 
reaction vessel is then cooled to 1 10* C and 3 ml (0:05 
mole) glacial acetic acid is added. An aliquot sample 
(about 1 ml) is removed from the acidified reaction : 
mixture for the determination of the percent conversion 
of the 2 s 6nli-t*butylphenol to the methyl-3-(2,6-di*t- 
butyl-4*hydroxyphenyl)propionate product (99% con- 
version). The reaction mixture is then Altered and the 
filtrate distilled. 274.8 g (94% yield) of the product is ; 
obtained which has a purity of greater than 99% by 
HP5980 gas chromatograph assay, 

This is identical with the claims. 



Claim Rejections - 35 USC § 103 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 1-49 and 69 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Haeberli et al (U.S. 4,228,297) in view of Grant et al (Chemical Dictionary, 1990, p. 11- 

12). 

Haeberli et al discloses a process of producing hydroxyalkylphenyl derivative 
by adding methyl acrylate in the presence of an alkaline catalyst to the alkyl 
substituted phenolic compound, and adding to the resultant reaction mixture a suitable 
alcohol in the presence of a second catalyst and further its process has been 
exemplified as below (see col. 10 .lines 29-62): 
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To a 500 ml, 3-necked flask, equipped with a stirrer, 

\ a reflux condenser, a calibrated dropping funnel, a ther- 
mometer and a nitrogen inlet were charged 103 g of 
2,6-di-t-butylphenol. The phenol was heated to 70° C 
and the system was purged carefully with nitrogen. 
Then 1.4 g of potassium t-butoxide were added, fol- 

» lowed by 2 ml of isopropyl alcohol. The resultant mix- 
ture was heated to 107* C to 110° C, whereupon 473 
g of methyl acrylate were added at a uniform rate over 
a two hour period while maintaining the specified tem- 
perature range. The mixture was held for three hours at 

) the specified temperature range* Then vacuum was 
applied to strip excess methyl acrylate. The vacuum 
was released with nitrogen, the mixture was cooled to 
70° C and 24.4 g of thiodiglycol were added, followed 
by 0.47 g of lithium hydroxide monohydrate. Vacuum 

$ was applied and the pressure was reduced to 20 mm Hg. 
The reaction mixture was then gradually heated to 140° 
to 145° C. in two hours and held at that temperature for 
three hours. The vacuum was then released with nitro- 
gen, and the reaction mass was cooled to 70* C and 

) acidified with 3.0 g of glacial acetic acid. 132 g of ethyl 
alcohol were added to the melt, and the resultant solu- 
tion was clarified. The filtrate was cooled to 28* C and 
seeded with <X5 g of thio-bis-{ethylene-H3»5-di-t-butyl- 
4-hydroxyphenyOpropionate}. 

5 The reaction product crystallized and the resulting 
slurry was cooled to 16* C The product was isolated on 
a Buchner funnel, washed with cold ethyl alcohol, 
sucked dry and dried in a vacuum oven at 50* C to a 
constant weight. 97.0 g of dry thio-bis- {ethytene-3<3,5- 

D di-t-butyl-4-hydroxyphenyl)propionate} were obtained; 
m,p. 71.5* C; yield 75.4%, based on the thiodiglycol 
employed. 
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EXAMPLE 3 




(3 V* CHjCHi-C-O-CuHj? 



The procedure described in Example 1 was followed 
using, however, 126 g of a-octadeeyl alcohol in place of 
thiodiglycol and crystallizing the reaction product from 
750 g of 90% isopropyl alcohol 218 g of dry n-octade- 
cyl*^3 f 5^1I-t-butyl«4-hydroxyphenyl)propionate were 
obtained; m.p. 53.0* C; yield 87% based on the n- 



The second alkaline catalyst may be selected from the 
classes of compounds listed above for the first alkaline 
catalyst, It*, alkali metal hydrides, alkali metal alkox- 
ides of Formula VI or alkali metal amides of Formula 
VII. In addition, alkali metal hydroxides may be em- 
ployed, such as lithium hydroxide. Preferred second 
alkaline catalysts arc lithium amide and lithium hydrox- 



Furthermore, the overall molar ratio of methyl acrylate and the phenol 
compound should be at least 1:1, preferably a slightly excess of about 5 to 30 moles 
percent of methyl acrylate is used (see col. 8 Jines 43-47). 

However, the instant invention differs from the Haeberli et al in that the claimed 
process uses the phosphoric acid in the neutralization step instead of acetic acid. 

With respect to the use of the phosphoric acid in the claimed process, the prior 
art is silent. However, with respect to the role of the acid in the neutralization step , 
the acetic acid has the same function as the phosphoric acid in the claimed process; 
regardless of the type of the acid to be used, the only role of the acid is to neutralize 
the base in the process. Furthermore, the phosphoric acid is one of the well-known 



octadecyl alcohol employed. 



(see col. 1 1 , example 3 , lines 20-31 ). 



idc. 



(see col. 9 Jines 1-8). 
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acids in the art as shown in Grant et al (Chemical Dictionary, 1990, p. 1 1-12). 
Therefore, it would have been obvious to the skilled artisan in the art to be motivated 
to use the phosphoric acid as an alternative to acetic acid for the neutralization step in 
the prior art process . This is because the skilled artisan in the art would expect such a 
modification to be feasible and successful as shown in the prior art. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Taylor Victor Oh whose telephone number is 571-272- 
0689. The examiner can normally be reached on 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thomas McKenzie can be reached on 571-272-0670. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Taylor Victor Oh, MSD.LAC 
Primary Examiner 
Art Unit: 1625 




